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7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Response to Amendment 

1 . The affidavits filed on 1 7 September 2004 under 37 CFR 1 .131 has been 
considered but are ineffective to overcome the Tsai et al reference. 

The evidence submitted is insufficient to establish a conception of the invention 
prior to the effective date of the Tsai et al reference. The evidence provided appears to 
indicate that other than the named inventors made the invention. On the first page of 
the Invention Record , inventors Basak and Murella are listed. Below this listing, Names 
3 and 4, Joe Hernandez and Fred Mitchel are listed. Neither Hernandez or Mitchel are 
listed as inventors of record in the pending application. Applicants may file further 
affidavits showing that Hernandez or Mitchel did not contribute to the claimed invention, 
or may petition to change inventorship. 

Election/Restrictions 

2. Applicant's election without traverse of species 2 in Paper No. 14 is 
acknowledged. Claims 6, 7, 20-27 and 38-46 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b) as being drawn to a nonelected species, there being no 
allowable generic or linking claim. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(f) he did not himself invent the subject matter sought to be patented. 

4. Claims 1-4, 8-12, 14-16, 18, and 28-32, and 34-37 are rejected under 35 
U.S.C. 102(e) as being clearly anticipated by Tsai et al, 2003/0022501 (US Priority date 
of July 25, 2001 ). Applicants' affidavits do not overcome the rejection under 35 USC 

1 02(e). Please refer to the discussion of the affidavits under 37 CFR 1.131 above. 
2. Claims 1-5, 8-19, and 28-37 are rejected under 35 U.S.C. 102(f) because the 
applicant did not invent the claimed subject matter. Please refer to the discussion of the 
affidavits under 37 CFR 1.131 above. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 5, 13, 17 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tsai et al, '501. '501 does not disclose the polishing step occurring 
at a temperature between 10 degrees C. (approximately 50 degrees F.) and 30 degrees' 
C. (approximately 86 degrees F.). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have provided '501 with a 
temperature range as claimed, since it has been held that where the general conditions 
of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. The examiner 
considers between 50 degrees F. and 86 degrees F. to be ambient room temperature. 
Barring evidence of criticality to the claimed range, one of ordinary skill would have 
considered it obvious to conduct the method at normal room temperature ranges. 
Further, '501 does not disclose that the pretreatment occurs for approximately on to 
twenty seconds, but does disclose that the first polishing step (pretreatment) can occur 
for the amount of time required to remove the material desired. It would have been 
obvious to one of ordinary skill to have provided '501 with a process step of the claimed 
time interval, to remove the amount of material desired, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 
233. 
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Response to Arguments 

3. Applicant's arguments filed 17 September 2004 have been fully considered but 
they are not persuasive. Applicant argues that '501 does not disclose that the metallized 
surface has a polish-resistant film thereon. The examiner disagrees. Applicant 
discloses that the polish-resistant film is formed on the metal layer by a variety of 
different processes including oxidation or temperature, but has not disclosed or claimed 
a specific film composition (i.e. copper oxide). '501 discloses, in a similar device, that 
the metal layer of copper is polish-resistant (difficult to etch) and that abrasive 
planarization removes the metal. '501 discloses a two or three step process which in a 
first step (pre-treatment) removes the polish-resistant copper layer, and in a subsequent 
step removes any residual copper material. Please refer to [0007]-[0009] and [0049]- 
[0078]. It is the examiner's position that, without further limitations to the types of 
material being removed, '501 clearly anticipated the claimed invention. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M Rachuba whose telephone number is (571) 272-4493. 
The examiner can normally be reached on Monday-Thursday from 8:30 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Joseph Hail, can be reached on (571) 272-4485. The fax phone number for 

the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



M. Rachuba 

Primary Patent Examiner 




